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The MAILING DATE of this communication appears on the cover sheet with the correspondence address » 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )M Responsive to communication(s) filed on 19 May 2003 . 
2a)D This action is FINAL. 2b)KI This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 1 1 , 453 O.G. 213. 
Disposition of Claims 

4) ^ Claim(s) 1-47 is/are pending in the application. 

4a) Of the above claim(s) 14-19,21,22.26-32 and 39-47 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

Q)M Claim(s) 1-13,20,23-25 and 33-38 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)Q The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
1 1 )□ The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

1 3) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 

a)D All b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attachment(s) 

1 ) £3 Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) Paper No(s). . 

2\T] Notice of Draftsperson's Patent Drawing Review (PTO-948) +q m 5) D Notice of Informal Patent Application (PTO-1 52) 
3LKlnformation Disclosure Statement(s) (PTO-1449) Paper Nof &M ■ 6) D Other: 
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Applicant's election of Group I in Paper No. 9 is acknowledged. 
Because applicant did not distinctly and specifically point out the supposed 
errors in the restriction requirement, the election has been treated as an 
election without traverse (MPEP § 818.03(a)). 

Applicant has correctly pointed out that claims 42-45 were incorrectly 
included in Group I. Claims 1-20, 23-25 and 33-38 are included as the 
elected claims. Claims 21, 22, 26-32 and 39-47 have been withdrawn from 
consideration. Applicant has also elected the diacylglycerol as the elected 
species of synthetic fat and stearyl alcohol as the solidifying agent. Thus 
claims 14-19 are additionally withdrawn from consideration because these 
claims to not require an alcohol. 

The claims are free of the prior art relating to the combination in 
claim 1 that includes a fat, a mono-glyceride and diglyceride and 
triglyceride and sucrose ester as a synthetic fat having a caloric 
content of 6 Kcal/g and stearyl alcohol, cetyl alcohol, arachidyl 
alcohol, behenyl alcohol, octacosanol or 1 -triacontanol or a branched 
chain alcohol as set forth in claim 1 1 or a di-alcohol as set forth in 
claim 20 as a solidifying agents. 
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The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 1-13, 23-25 and 33-38 are rejected under 35 U.S.C. 112, first 
paragraph, as failing to comply with the written description requirement. 
The claim(s) contains subject matter, which was not described in the 
specification in such a way as to reasonably convey to one skilled in the 
relevant art that the inventor(s), at the time the application was filed, had 
possession of the claimed invention. The specification does not provide an 
adequate explanation or guidance the selection of mono- or diglycerides 
with the particular caloric content that is set forth in the claims. It is well 
known in the art that fats, in general, provide 9 kcal/g but that manipulation 
of the fatty acids in the triglyceride molecule can lower the caloric content 
of a fat. Fats with a high stearic acid content are known to lower the caloric 
availability of fat. Short chain fatty acids are known to have a lower caloric 
value than medium and long chain fatty acids (Finley, J. Agric Food Chem 
42:495). But there is no specific guidance in the specification to select any 
particular diglyceride having any specific arrangement of fatty acids. There 
is not specific discussion or reference to any prior art that would lead one of 
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ordinary skill in the art to select a mono or diglyceride having the particular 
caloric content of the claims. Further, without this guidance, the selection 
or identification of the desired low calorie mono or diglyceride would require 
undue experimentation in terms of measuring the caloric content of 
selected diglycerides. 

Claims 1-20, 23-25, 33-38 and 40 are rejected under 35 U.S.C. 112, 
first paragraph, because the specification, while being enabling for the 
specific mono- or diglycerides disclosed at pages 9-10, does not 
reasonably provide enablement for any and all mono- or diglyceride 
components. The specification does not enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to practice 
the invention commensurate in scope with these claims. 

The prior art made of record and not relied upon is considered 
pertinent to applicant's disclosure. 

Yasui (4,060,492 or 4, 1 22,023) discloses synthetic saturated oil. At 
example 7 a hygienic cream is made from a combination of ingredients that 
includes stearyl alcohol and diglyceride. Although the specifics of the 
diglyceride are not mentioned in the reference, the use of animal oils and 
stearic acid are mentioned as suggested sources of oil soluble materials. 
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Further, because example 7 is directed to a cream, one would have 
expected that the components of the composition to have been a solid at 
room temperature. It is well known in the food art that fat typically contains 
9 kcal/gram. Thus the diglyceride of the claims has a substantially lower 
caloric content than a typical fat. Finley (J. Agric. Food Chem 42:495) 
provides a review of the caloric availability of some reduced calorie fats. At 
page 495 the caloric content of stearic acid and triglycerides that contain 
stearic acid in the 1- and 3-positions of the glycerol molecule is described 
to be low because of limited bioavailability. Thus although the specific 
caloric content of the diglyceride is not mentioned in Yasui, one of ordinary 
skill in the art would glean from the combination of the references that a 
distearate would be expected to have a low caloric value. Among the 
thousands of choices of potential diglycerides for use in a cosmetic, there is 
no suggestion in the prior art to select a diglyceride with a low caloric 
content for a cosmetic because cosmetics are not usually considered to be 
edible. One would not anticipate that the diglyceride in Yasui would have 
the particular caloric content of the claims without having further knowledge 
of the particular diglyceride and its caloric content (Note In re Robertson, 
49 USPQ2d 1949 and 221 USPQ 385). 
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Eini (6,348,229 or 2003/0099747) discloses combining unsaturated 
oil with a solidifying agent at claim 1 . The solidifying agent is described at 
column 4, lines 62-67; column 6, lines 24-43; and example 1 to include 
stearyl alcohol. Although claim 1 does not particularly mention stearyl 
alcohol as the selected solidifying agent, it is clear from the specification 
that stearyl alcohol was considered by applicant to be included as a 
solidifying agent. The claims appear to differ from the reference in the 
suggestion that the selected unsaturated fat is a synthetic fat that is low in 
calories. SALATRIM is suggested by applicant to be the low calorie fat. 
But this fat is not an unsaturated fat as is required in Eini and additionally is 
solid. Since the whole purpose of Eini is to create a solid fat from a liquid, 
there would be no motivation in Eini to use the SALATRIM as the selected 
fat or oil source. 

Any inquiry concerning this communication or earlier communications 
from the examiner should be directed to Carolyn A Paden whose telephone 
number is 703-308-3294. The examiner can normally be reached on 
Monday to Friday from 7 am to 3:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Milton Cano, can be reached on (703) 308-3959. 
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The fax phone number for the organization where this application or 
proceeding is assigned is 703-305-7718. 

Any inquiry of a general nature or relating to the status of this 
application or proceeding should be directed to the receptionist whose 
telephone number is 703-308-0661 . 




